t 


S\ United States Rvtent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
Uuitod States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS ANT) TRADEMARKS 
Washington, D.C. 20231 
www.uspto.gov 


APPLICATION NO. 

FILING DATE 

FIRST NAMED INVENTOR 

ATTORNEY DOCKET NO. | 

CONFIRMATION NO. 

09/435,525 


11/08/1999 

PETER J. WILK 

W07-431 

5341 

7590 

05/03/2002 





COLEMAN SUDOL SAPONE PC 
714 Colorado Avenue 
Bridgeport, CT 06605- 1 60 1 


EXAMINER 


MENDEZ, MANUEL A 


ART UNIT 


PAPER NUMBER 


3763 

DATE MAILED: 05/03/2002 


Please find below and/or attached an Office communication concerning this application or proceeding. 


PTO-90C (Rev. 07-01) 


Office Action Summary 


Application No. 

09/435,525 

Applicant(s) 

WILK, PETER J. 

Examiner 
Manuel Mendez 

Art Unit 

3763 



The MAILING DATE of this communication app ars on th cov rsh t with th correspond nee address 
Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 25 February 2002 . 
2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^3 Claim(s) 1-19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) S Information Disclosure Statement(s) (PTO-1 449) Paper No{s) 2. t 6) □ Other: 
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Art Unit: 3763 

DETAILED ACTION 
Terminal Disclaimer 

The terminal disclaimer does not comply with 37 CFR 1 .321 (b) and/or (c) 
because: 

The person who has signed the disclaimer has not stated the extent of his/her 
interest, or the business entity's interest, in the application/patent. See 37 CFR 
1.321(b)(3). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schweich, Jr., et al (U.S. Patent Number 5,961,440). The referenced patent discloses 
the steps of inserting a tensile member into a patient and inserting the tensile member 
into the patient's heart so as to compress and close off lower portions of both ventricles 
of the heart. Examiner notes for the record that the language of claims 1 , 9, and 13, 
does not provide structural language to differentiate between a tensile member, a 
catheter, or a medical instrument. Accordingly, the insertion of any tubular medical 
instrument into the heart, as shown in figures 24,25, 26 and 27, is considered sufficient 
to anticipate the disclosed claim language. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-19 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-19 of U.S. Patent No. 
6258021. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the differences in the language are mainly changes in 
the names of surgical instruments. For a person of ordinary skill in the art, the 
deployment of a cardiac insert or, in the alternative, a tensile member, as described in 
the claims, is considered an obvious design alternative. 

Conclusion 

In view of the new rejection using newly found art, this official action is not considered a 
"Final" action. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Manuel Mendez whose telephone number is 
703-308-2221 . The examiner can normally be reached on 0730-1 800 hrs. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Brian Casler can be reached on 703-308-3552. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-3590 
for regular communications and 703-305-3590 for After Final communications. 



Primary Examiner 
Art Unit 3763 


May 1,2002 
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The below text replaces the preprinted text under the heading. 
"Information on How to Effect Drawing Changes "m the back 
of the PTO-948 (Rev. 03/01, or earfierj form. 

INFORMATION ON HOW TO EFFECT DRAW IN'G C II WCL.S 

I. Correction of Informalities J7 CFR 1.85 

New corrected drawings must be tiled with ihe ch.wiyes incorporated liiercm 
Identifying indicia, it'provided. should include the ntle of the invention 
inventor's name, and application number, or docker number (if any) ii an 
application number has not been assigned to the application If this information •> 
provided, it must be placed on the front of each sheet and centered Miihiiwhc top 
margin. If corrected drawings are required in a Notice of Allowability (PTOL- 
37). the new drawings MUST be filed within the THREE MONTH shortened 
statutory period set for reply in the Notice of Allowability Extensions of time 
may NOT be obtained under the provisions of 21 CFR I 1 36(a) or (b) for filing 
the corrected drawings after the mailing of a Notice of Allowability The 
drawings should be filed as a separate paper with a transmittal letter addressed it* 
the Official Draftsperson 

V 

2. Corrections other than Informalities Noted by Draftsperson on form PTO- 
948. 

AH changes to the drawings, other than informalities noted by tue Urahspeuon. 
MUST be made in the same manner as above except that, normally, a highlighted 
(preferably red ink) sketch of the changes to be incorporated into the new 
drawings MUST be approved by the examiner before the application will be 
allowed No changes will be permitted to be made other than correction 01 
informalities, unless the examiner has approved the proposed changes 

Timing of Corrections 

Applicant is required to submtt the drawmy correcttons within the 
tunc period set tn the attached Qftke communication See 17 CFR 
185(a) 


Failure to take corrective action within the set period will result 111 
ABANDONMENT of the application . 


